United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/768,023 


02/02/2004 


Nozomi Sawada 


246853US-2 DIV 


7240 



22850 7590 01/03/2011 

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P. 
1940 DUKE STREET 
ALEXANDRIA, VA 22314 



EXAMINER 



KAU, STEVEN Y 



PAPER NUMBER 



2625 



NOTIFICATION DATE 



01/03/2011 



DELIVERY MODE 



ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

patentdocket@oblon.com 
oblonpat@oblon.com 
j gardner @ oblon. com 



PTOL-90A (Rev. 04/07) 



KSI 1 li*G n\*ll\JI 1 &ui i n i icti y 


Application No. 

10/768,023 


Applicant(s) 

SAWADA, NOZOMI 


Examiner 

STEVEN KAU 


Art Unit 

2625 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 19 October 2010 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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Art Unit: 2625 

DETAILED ACTION 
Response to Amendment 

1 . This is in response to Appiicant(s) arguments filed on 1 0/1 9/201 0. 

• The following is the current status of claims: 

Claims 1-49 have been canceled and claims 50 to 65 are added new 

♦ Response to Remarks/Arguments; 

(1 ) Applicant's arguments filed 1019/2010, with respect to the rejection of 
claims 24, 26-34, 36-42 and 44-49 under 35 U.S.C. 103(a) have been 
fully considered but are moot in view of the new ground(s) of rejection 



2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 57 and 65 are rejected under 35 U.S.C. 1 1 2. first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Claim 57 is dependent claim to claim 50, 
limitations recite, "wherein the predetermined position is a center position on the 
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substitute recording medium". The recited limitations are not supported by the original 
specification. The closest description found from the specification is paragraph 64, (Pat 
Pub US2004/01 56056), recites, "The image forming unit 109 develops the image data 
stored in the memory 1 08 into a data format, such as bit-map data, which can be output 
by the printer section 104, and outputs the developed image data to the printer section 
104. The image forming unit 109 also includes a function of changing a zoom 
(magnification or reduction) rate, a zero position (or origin) and the developing start 
position of the image data, depending on an instruction from the CPU 101 ." But there 
are no embodiments or drawings indicating "wherein the predetermined position is a 
center position on the substitute recording medium." Claim 65 is a dependent claim to 
claim 58 and recites identical features as claim 57. 



Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identical iy disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability snail not be negatived by the manner in which the invention was made. 



5. Claims 50, 51, 56, 58, 59 and 64 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Okada et al (US 6.61 1 ,347) in view of Matsuura et al (US 6,930.796) 
(1) Regarding claim 50. 
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Okada discloses image forming apparatus comprising: 
a receiving unit (referring to Transmitting/Receiving Unit 18 of Fig. 4) configured to 
receive, via a network, image data and recording medium size therefor (referring to 
Fig. 9, a printer control program, Step 1 input data including image data and 
paper size is read from the receiving buffer 501 of Fig. 5, col 11, lines 1-7); 
a reducing unit (referring to Fig. 10, Step 6, Enlargement/Reduction mode 
indicating that there is a Enlargement/Reduction unit) configured to reduce the 
image data based a recording medium (referring to Fig. 10, Step 4 to Step 9, paper 
si2e is Judged being different from the actual size of the paper in cassette and the 
size is adjusted for printing, col 12, lines 20-53), when a recording medium having 
the recording medium size is unavailable and the image data is to be formed on the 
substitute recording medium that is smaller than the recording medium size; and 
a forming unit (Printing Unit 17 of Fig. 4) configured to form on the recording medium 
the image data that is reduced by the reducing unit (referring to Fig, 10, Steps 4 to 17, 
image is formed by the print engine, col 1 2, lines 20-53). 

Okada does not explicitly teach that reducing the image data based on a size of 
a substitute recording medium, when a recording medium having the recording medium 
size is unavailable and the image data is to be formed on the substitute recording 
medium that is smaller than the recording medium size. 

Matsuura teaches that reducing the image data based on a size of a substitute 
recording medium (referring to Fig. 2, Steps S11-S19, the required paper is not 
available and substitute paper is used), when a recording medium having the 
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recording medium size is unavailable and the image data is to be formed on the 
substitute recording medium that is smaller than the recording medium size (page is 
printed or* a reduced size on a smaller size paper, Abstract and col 4, lines 33-42). 

Having an image forming apparatus of Okada reference and then given the well- 
established teaching of de Matsuura reference, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify Okada 
reference by applying the known technique of "reducing the image data based on a size 
of a substitute recording medium, when a recording medium having the recording 
medium size is unavailable and the image data is to be formed on the substitute 
recording medium that is smaller than the recording medium size" as taught by 
Matsuura reference. The motivation for doing so would have been to improve the image 
reproduction throughput and thus to improve the productivity by using substitute paper 
with close size when the designated paper size unavailable without hampering print jobs 
requested by other users (coi 1 , iine 39-43, Matsuura), and further the disclosure 
provided could easily be established for one another with predictable results. 
(2) Regarding claim 51 , in accordance with claim 50. 

Okada does not explicitly teach that forming the image data received by the 
receiving unit, without reduction by the reducing unit, on the substitute recording 
medium that is formed by one of a plurality of recording media having a smallest size 
amongst the plurality of recording media, when a recording medium having the 
recording medium size received by the receiving unit is unavailable and one of the 
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plurality of recording media having sizes larger than the recording medium size received 
by the receiving unit is to be used as the substitute recording medium. 

Matsuura teaches teach that forming the image data received by the receiving 
unit, without reduction by the reducing unit, on the substitute recording medium that is 
formed by one of a plurality of recording media having a smallest size amongst the 
plurality of recording media, when a recording medium having the recording medium 
size received by the receiving unit is unavailable and one of the plurality of recording 
media having sizes larger than the recording medium size received by the receiving unit 
is to be used as the substitute recording medium (there are scenarios of either 
printing on a smaller size paper or on a large size paper when the designated 
paper size become not available; thus, no reduction is required when printing the 
received image data on a large size of paper, col 4, lines 33-46). 

Having an image forming apparatus of Okada reference and then given the well- 
established teaching of de Matsuura reference, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify Okada 
reference by applying the known technique of "forming the image data received by the 
receiving unit, without reduction by the reducing unit, on the substitute recording 
medium that is formed by one of a plurality of recording media having a smallest size 
amongst the plurality of recording media, when a recording medium having the 
recording medium size received by the receiving unit is unavailable and one of the 
plurality of recording media having sizes larger than the recording medium size received 
by the receiving unit is to be used as the substitute recording medium" as taught by 
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Matsuura reference. The motivation fordoing so would have been to improve the image 
reproduction throughput and thus to improve the productivity by using substitute paper 
with close size when the designated paper size unavailable without hampering print jobs 
requested by other users {col 1 , line 39-43, Matsuura), and further the disclosure 
provided could easily be established for one another with predictable results. 

(3) Regarding claim 56, in accordance with claim 50. 

Okada discloses wherein the forming unit forms the image data received by the 
receiving unit at a predetermined position on the substitute recording medium (referring 
to Fig. 10, Steps 4, and 6-9, bi-map image Is developed prior to form image data 
on the recording paper, col 12, lines 20-29 and line 45-53) 

(4) Regarding claim 58. 

Claim 58 is directed toward an image forming method and reciting corresponding 
features as claim 50. Thus, claim 58 is rejected for the same reason discussed in claim 

50 above. 

(5) Regarding claim 59, in accordance with claim 58. 

Claim 59 is directed toward an image forming method and reciting corresponding 
features as claim 51 . Thus, claim 59 is rejected for the same reason discussed in claim 

51 above. 

(6) Regarding claim 64, in accordance with claim 58. 

Claim 64 is directed toward an image forming method and reciting corresponding 
features as claim 56. Thus, claim 64 is rejected for the same reason discussed in claim 
56 above. 
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6. Claims 52, 53, 60 and 61 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Okada et al (US 6,61 1 ,347) in view of Matsuura et al (US 6,930,796) 
as applied to claim 50 above, and further in view of Ishikura et al (US RE37,81 2). 
(7) Regarding claim 52, in accordance with claim 50. 

Okada does not explicitly teach wherein one of the plurality of recording media 
having a size B4 is used as the substitute recording medium when the recording 
medium size received by the receiving unit is a size A4, a recording medium having the 



size A4 is unavailable, and one 



ilurality of recording media having a size larger 



than the size A4 is to be used as the substitute recording medium, one of the plurality of 



recording media having a size A3 is 



medium when a 



recording medium having the size B4 is unavailable, and the forming unit forms the 
image data received by the receiving unit, without reduction by the reducing unit, on the 
substitute recording medium having the B4 size or the A3 size. 

Ishikura teaches that one of the plurality of recording media having a size B4 is 
used as the substitute recording medium when the recording medium size received by 



the receiving unit is a size A4, a recording 



n having the size A4 is unavailable, 



and one of the plurality of recording media having a size larger than the size A4 is to be 
used as the substitute recording medium, one of the plurality of recording media having 



a size A3 is used as the substitute recording medium when a recording medium having 
the size B4 is unavailable, and the forming unit forms the image data received by the 
receiving unit, without reduction by the reducing unit, on the substitute recording 
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medium having the B4 size or the A3 size (sheet size of B4 is used for A4 size of 
original, col 10, lines 43-45). 

Having an image forming apparatus of Okada reference and then given the well- 
established teaching of de Ishikura reference, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify Okada reference by 
applying the known technique of "one of the plurality of recording media having a size 
B4 is used as the substitute recording medium when the recording medium size 
received by the receiving unit is a size A4, a recording medium having the size A4 is 
unavailable, and one of the plurality of recording media having a size larger than the 
size A4 is to be used as the substitute recording medium, one of the plurality of 
recording media having a size A3 is used as the substitute recording medium when a 
recording medium having the size B4 is unavailable, and the forming unit forms the 
image data received by the receiving unit, without reduction by the reducing unit, on the 
substitute recording medium having the B4 size or the A3 size" as taught by Ishikura 
reference. The motivation for doing so would have been to improve the image 
reproduction throughput and thus to improve the productivity by using substitute paper 
with close size when the designated paper size unavailable without hampering print jobs 
requested by other users, and further the disclosure provided could easily be 
established for one another with predictable results. 
(8) Regarding claim 53, in accordance with claim 50. 



Application/Control Number: 10/768.023 
Art Unit: 2625 

Okada does not teach a storage unit 




rdge i u 

configured to store a priority order of 


substitute recording medium sizes to be used when a recording medium having the 
recording medium size received by the receiving unit is unavailable. 

Ishikura teaches that a storage unit configured to store a priority order of 


substitute recording medium sizes to be used when a recording medium having the 


recording medium size received by the rece 
relationship of Fig, 6 is stored in ROM 14 

Having an image forming apparatus c 
established teaching of de Ishikura referenc 


ivtng unit is unavailable (substitute 
2, col 19, lines 31-39). 

if Okada reference and then given the well- 
e, it would have been obvious to one having 


ordinary skill in the art at the time the invention was made to modify Okada reference by 
applying the known technique of "a storage unit configured to store a priority order of 
substitute recording medium sizes to be used when a recording medium having the 


recording medium size received by the receiving unit is unavailable" as taught by 
Ishikura reference. The motivation for doing so would have been to enhance the image 
forming apparatus of Okada so that the image reproduction process, e.g. of Fig. 1 0 
would be continued without interruption, and further the disclosure provided could easily 


be established for one another with predictable results. 
(9) Regarding claim 60. in accordance with claim 58. 

Claim 60 is directed toward an image forming method and reciting corresponding 
features as claim 52. Thus, claim 60 is rejected for the same reason discussed in claim 


52 above. 

(10) Regarding claim 61 , in accordance w 


ith claim 58. 







Application/Control Number: 10/768.023 
Art Unit: 2625 



Page 1 1 



Ctaim 61 is directed toward an image forming method and reciting corresponding 
features as claim 53. Thus, claim 61 is rejected for the same reason discussed in claim 
53 above. 



7. Claims 54, 55, 62 and 63 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Okada et al (US 6,61 1 ,347) in view of Matsuura et al (US 6,930,796) 
as applied to claims 50 and 58 above, and further in view of Ito (US 4,908,672). 
(11) Regarding claim 54, in accordance with 50. 

Okada does not teach that a selecting unit configured to select one of forming the 
image data reduced by the reducing unit on the substitute recording medium based on 
the size of the substitute recording medium and forming the image data, received by the 
receiving unit on the substitute recording medium without reduction by the reduction 
unit. 

Ito teaches that a selecting unit (CPU1 of copier machine, col 5, lines 20-24) 

configured to select one of forming the image data reduced by the reducing unit on the 
substitute recording medium based on the size of the substitute recording medium and 
forming the image data, received by the receiving unit on the substitute recording 
medium without reduction by the reduction unit (referring to Fig. 4, Step #2, paper 
selection routine and Fig. 5, col 5, lines 20-51). 

Having an image forming apparatus of Okada reference and then given the well- 
established teaching of de Ito reference, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify Okada reference by 
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applying the known technique of "a selecting unit configured to select one of forming 
the image data reduced by the reducing unit on the substitute recording medium based 
on the size of the substitute recording medium and forming the image data, received by 
the receiving unit on the substitute recording medium without reduction by the reduction 
unit" as taught by Ito reference. The motivation for doing so would have been to 
enhance the image forming apparatus of Okada so that the image reproduction 
process, e.g. of Fig. 5 would be continued without interruption (col 1 , lines 46-63, Ito), 
and further the disclosure provided could easily be established for one another with 
predictable results. 

(12) Regarding claim 55, in accordance with claim 50. 

Okada does not teach a selecting unit configured to select one of forming the 
image data reduced by the reducing unit on the substitute recording medium based on 
the size of the substitute recording medium and forming the image data received by the 
receiving unit in parts on a plurality of substitute recording media without reduction by 
the reduction unit. 

Ito teaches a selecting unit (CPU1 of copier machine, col 5, lines 20-24) 

configured to select one of forming the image data reduced by the reducing unit on the 
substitute recording medium based on the size of the substitute recording medium and 
forming the image data received by the receiving unit in parts on a plurality of substitute 
recording media without reduction by the reduction unit (referring to Fig. 4, Step #2, 
paper selection routine and Fig. 5, col 5, lines 20-51). 
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Having an image forming apparatus of Okada reference and then given the well- 
established teaching of de Ito reference, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify Okada reference by 
applying the known technique of "a selecting unit configured to select one of forming 
the image data reduced by the reducing unit on the substitute recording medium based 
on the size of the substitute recording medium and forming the image data, received by 
the receiving unit on the substitute recording medium without reduction by the reduction 
unit" as taught by Ito reference. The motivation for doing so would have been to 
enhance the image forming apparatus of Okada so that the image reproduction 
process, e.g. of Fig. 5 would be continued without interruption (col 1 , lines 46-63, Ito), 
and further the disclosure provided could easily be established for one another with 
predictable results. 

(1 3) Regarding claim 62, in accordance with claim 58. 

Claim 62 is directed toward an image forming method and reciting corresponding 
features as claim 54. Thus, claim 62 is rejected for the same reason discussed in claim 

54 above. 

(14) Regarding claim 63, in accordance with claim 58. 

Claim 63 is directed toward an image forming method and reciting corresponding 
features as claim 55. Thus, claim 63 is rejected for the same reason discussed in claim 

55 above. 
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8. Ctaims 57 and 65 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Okada et al (US 6,61 1 ,347) in view of Matsuura et ai (US 6,930,796) as applied to 
claims 50 and 58 above, and further in view of Tabata (US 5,448,346). 

(15) Regarding claim 57, in accordance with claim 50. 

Okada does not teach wherein the predetermined position is a center position on 
the substitute recording medium. 

Tabata teaches that the predetermined position is a center position on the 
substitute recording medium (image is formed at the center of recording paper, 
Abstract, coi 7, lines 37-47 and Fig. 3). 

Having an image forming apparatus of Okada reference and then given the well- 
established teaching of de Ito reference, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify Okada reference by 
applying the known technique of "the predetermined position is a center position on the 
substitute recording medium" as taught by Tabata reference. The motivation for doing 
so would have been to improve the image reproduction process adjustment to prevent 
image reproduction out of balance if the designated paper size is unavailable and a 
substitute recording medium is used. e.g. of Figs. 1 0A and 1 0B (col 2, lines 3-10, 
Tabata), and further the disclosure provided could easily be established for one another 
with predictable results. 

(16) Regarding claim 65, in accordance with claim 58. 
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Ctaim 65 is directed toward an image forming method and reciting corresponding 
features as claim 57. Thus, claim 65 is rejected for the same reason discussed in claim 
57 above. 



Conclusion 



9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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